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In response lo Ihe Final Office Action dated August 24, 2005, an Advisory Action dated 
November 1 1 , 2005, and in conjunction with the concurrently filed Notice of Appeal, the 
Applicants submit the following for entry in the above-identified application. 
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Claims 1-9, 1145, 1749, 21, 23-27, 29-31, and 33-35 are pending in the instant 
application. In the Final Office Aelion of August 24, 2005, the Examiner rejected claims 1-9 
under 35 U.S.C. 101 as being allegedly directed to non-statutory material In particular, the 
Uxamincr stated that the claims "arc neither directed lo a 'process' nor a 'machine', but rather 
embrace or overlap two different statutory classes of invention" (Final Office Action, page 3). 
The Examiner also rejected claims 1-9 under 35 U.S.C. 112, second paragraph as being allegedly 
indefinite lor failing to particularly point out and distinctly claim the subject matter which the 
Applicant regards as the invention, stating lh;H it is "unclear whether the Applicant is claiming a 
machine or a process." The Examiner further rejected claims 1-9, 1 1-15, 17-19, 21, 23-27, 29- 
31, and 33-35 as being allegedly anticipated by U.S. Patent Publication No. 2002/01841 1 1 lo 
Swanson, 

In the Advisory Aelion daled November 1 1 , 2005, the Examiner withdrew the rejections 
of claims 1-9 under 35 U.S.C. 101; however, the Examiner did not specify whether the similar 
rejections under 35 U,S.C. 1 12, second paragraph, regarding claims 1-9 has been maintained. In 
the event thai these rejections have been maintained, the Applicants herewith address them and 
submit that the rejections ofclaims 1-9 as being indefinite under 35 USC 1 12, second paragraph, 
arein error, "J 'lie Applicants fuithcr submit that the rejections of claims 1-9, 11-15, 17-19,21, 
23-27, 29-31, and 33-35 are in error because the Examiner has not met the burden of establishing 
a prima facie ease of anticipation in contravention of the provisions of 35 USC 102, 

The Examiner states that claims 1 -9 arc indefinite because the claims are "directed to 
neither a 'process' or a 'machine,' but rather embrace or overlap two different statutory classes 
of invention" (Page 3, item 5 o( the Final Office Action dated August 24, 2005). The Examiner 
cites MP]JJ*2173X)5(p) ff or Ex parte Lycll, 17 TJSPQ2U 1548 (I.VPA.L, 1990) in support. The 
Applicants submit that the Examiner application of the teachings otLyell to the instant 
application is improper. 

Hie provisions of 35 USC 101 state <L [w]hocver invents or discovers any new and useful 
process, machine, manufacture, or composition of matter, or any new and useful improvement 
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thereof, may obtain a patent therefore, subject to ihc conditions and requirements of this title." 
Applicants' claim 1 recites a system that includes "a server in communication with a workstation 
over a network, the workstation executing a design tool application; a bill of material assist 
application executing on at least one of the server and the workstation for managing said parts 
requirements processes". Thus, the system recited in claim 1 is classified as a machine and is 
proper statutory subject matter in accordance with 35 USC 101. 

Claim 1 continues on to recite "the bill of material assist application performing: 
iccciving u bill of material including a list of component parts in response to a product design 
conducted on the workstation; mapping each component part in the list to corresponding part 
selection process information, the corresponding part selection process information acquired 
from the plurality or external sources; and generating a summary resulting from the mapping." 
As recited, the bill ofmalcrial assist application is directed to a program or software executing 
on the workstation or server. The Examiner's assertion that the claim recites overlapping 
statutory classes of subject matter (i.e., machine and process) is in error. The Court has held that 
"a computer operating pursuant to software may represent patentable subject matter, provided, of 
course, that the claimed subject matter meets all of the other requirements of title 35." In rc 
MapjHiL 33 F.3d 1526, 1545, 31 USPQ2d 1545 (Fed. Cir. 1994); see also In reLowry 32 F.3d 
1549, 32 USPQ2d 1031 (Fcd.Cir. 1994). More recently, the Court in WMS Gaming Inc. v. 
.International Game Technology, 1S4 F.3d 1339, 51 USPQ2d 1385 (Fed. Civ. 1999), citing In rc 
AlappaU held that a "general purpose computer, or microprocessor, programmed to carry out an 
algorithm creates 'a new machine, because a general purpose computer in effect becomes a 
special purpose computer once it is programmed to perform particular functions pursuant to 
instructions from program software,* In re A/appat; see also In re JSemharl, 417 F.2d 1395, 
1399-1400, 163 USPQ 6L1, 615-16 (CCPA 1969). 

In the aUeinaiivc, the Applicants submit that the format of the claim 1 as recited may he 
compared to that of a "means-plus function" format. The workstation and/or server execute a 
•means' (i.e., the bill of material assist application) for implementing a process. 'Means-pins' 
function claims have been held to be proper statutory subject matter as falling within die 
category ofmachinc or manufacture. For example, in State Street Bank & Trust Co. v, Signature 
Financial Croup, Inc., 149 J '.3d 1368, 47 USPQ2d 1596 (Fed. Cir. 1998), the Court held that the 
"moans-plus function" formal of the claim was properly recited as a machine and not a process 
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and was statutory patentable subject matter. State Street Bank is directed to a data processing 
system for implementing an investment structure. The Court went on to state that u for the 
purposes ofa 1 01 analysis, it is of little rclcvanee whether [the] claim. ..is directed to a 
'machine* or a 'process, ' as long as it falls within at least one of the four enumerated categories 
of patentable subject matter, 'machine 1 and 'process' being such categories." 

As recited, Applicants' claim 1 falls within a single statutory class, that is, a machine and 
accordingly, is patentable subject matter under 35 USC 101 and, in addition, is sufficiently 
definite as defined within the provisions set forth in 35 U.S.C. 112, second paragraph. Thus, 
there exists clear error in the outstanding rejections of claims 1-9 under 35 USC 1 12. 

With respect to the rejections of claims 1, 34, and 35 under 35 USC 102(e), the Hxamincr 
states lhal Swansea teaches each and every element recited therein. The Applicants submit that 
the rejections of claims 1, 34, and 35 arc in error because the Examiner has not made a prima 
facie case of anticipation. In particular* Svvanson neither teaches, nor suggests "a bill of material 
assist application. -.receiving a bill of material including a list of component parts in response to 
a product design conducted on the workstation." Swanson makes a generalized reference to a 
Bill of Material (paragraph 0067) but is entirely devoid of teaching "receiving a bill of 
wtrtcriaL.Jn response to a product design conducted on the workstation" In addition, 
Swanson fails to teach or disclose "mapping each component part in the list to corresponding 
part selection process information, the corresponding part selection process information acquired 
from a plurality of external sources. 11 Rather Swanson teaches "bill ofinaterials (BOM) and add- 
on information can be obtained"' via a multi-media display window (FIG. 13) that displays 
product component information for a product that can be accessed, sorted, and filtered 
(paragraph 0107) but docs not specifically teach "mapping each component part in the list to 
corresponding part selection process information. ..acquired from a plurality of external sources" 
as recited in Applicants* claims 1, 34, and 35, 

In addition, Swanson is devoid of teaching or suggesting "generating a summary 
resulting from the mapping' 7 and "for each of the component pads in the list, the corresponding 
part selection process information includes.. .a current supply status.' 1 The mapping, as recited in 
the claims, refers back to the component part in the list that results from the product design 
conducted, the component parts mapped to corresponding part selection process information. 
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Swmisoii, by contrast, loaches a "report module must present the status of tlic data entry Tor each 
p;irf (paragraph 00S2). If the Hxamincr is suggesting that Ihe status of the data entry is 
equivalent to the summary resulting from the mapping, then this application of Swanson to the 
Applicants claims is in error. The Claims 1 , 34, and 35 recite the summary generated as a result 
of 1hc mapping, wherein the status ofThe data entry for each pari refers to custom data entry 
processes (paragraph 0082), 

Accordingly, because Swanson docs nol leach or suggest each and every element of 
Applicants 1 claims 1 , 34, and 35, the Applicants submit that there is clear error in the rejections 
of claims l s 34, and 35. 

In view of the foregoing, it is urged that the final rejection of claims 1, 34, and 35 be 
overturned. The final rejection is in error and should be reversed. The fee set forth in 37 CPR 
41 .20(b)( I ) is enclosed herewith. Jf there arc any additional charges with respect to this Request, 
or olhciwisc, please charge them lo Deposit Account No. 50-0510. 



Respectfully submitted, 



ANDREW VARGA ET AT,. 



CANTOR COLBURN LLP 
Applicants' Attorneys 




Marisa J. Dubuc » 
Registration No. 40,673 
Confirmation No. 5973 
Customer No. 48915 



Date: November 23,2005 

Address: 55 Griffin Road South, Bloonificld, CT 06002 
Telephone No: (860) 286-2029 
Pax No: (860)286-0115 
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